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Opi nion by Drost, Adm nistrative Tradenmark Judge:

On August 11, 2003, Ice Creans and Cof fee Beans, Inc.
(applicant) applied to register the mark WHOLLY COW I CE
CREAMS & COFFEE BEANS in standard character formon the
Principal Register for “restaurant services” in Cass 43.
Serial No. 76536293. The application contains an
al l egation of January 15, 2003, as the date of first use
anywhere and in conmerce.

The exam ning attorney refused to register applicant’s

mar k under Section 2(d) of the Trademark Act because of a
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prior concurrent use registration for the mark HOLY CON in
standard character formfor “bar and restaurant services.”
15 U.S.C. §8 1052(d). The registration, No. 2,216, 797,
i ssued January 12, 1999, and affidavits under Sections 8
and 15 have been accepted and acknow edged. Its concurrent
use area includes the states of Al abama, Arkansas,
Connecticut, Delaware, Florida, Ceorgia, Illinois, Indiana,
| owa, Kansas, Kentucky, Louisiana, Miine, Mryland,
Massachusetts, M chigan, M nnesota, M ssissippi, Mssouri,
Nebraska, New Hanpshire, New Jersey, New York, North
Carolina, North Dakota, Ohio, Oklahoma, Pennsylvania, Rhode
I sl and, South Carolina, South Dakota, Tennessee, Texas,
Vernont, Virginia, West Virginia, and Wsconsin.' A second
issue in this case is whether the exam ning attorney
properly required a disclainer of the term*“lce Creans &
Cof fee Beans” on the ground that the termis nerely
descriptive. 15 U.S.C. § 1056(a).

The exam ning attorney argues that there are only
m nor differences between the marks. The first is the

difference in the spelling of the initial word “Holy” in

! A second concurrent use registration (No. 2,207,788 issued

Decenber 8, 1998) for the states of Alaska, Arizona, California,
Col orado, Hawaii, |daho, Mntana, New Mexi co, Nevada, O egon,

Ut ah, Washi ngton, and Wom ng was also cited as a bar to
registration by the exanining attorney. This registration was
cancel |l ed on Septenber 11, 2005, and it, therefore, no longer is
a bar to registration.
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the registered mark and “Whol ly” in applicant’s mark.
Second, the exam ning attorney noted that applicant’s mark
i ncludes the additional term nology “ice creanms & coffee
beans.” Finally, the exam ning attorney was aware that the
regi stered mark al so i ncluded an excl amati on point.
Despite these differences, the exam ning attorney argues
that the expressions “Holy Cow and “Wolly Cow are
“slightly different in appearance” and “essentially
phonetic equivalents.” Brief at 4. Furthernore, the
exam ning attorney naintains that the “phrase ‘1'1l neet
you at the Wiolly Cow sounds exactly like ‘1’1l neet you
at the Holy Cow.’” Brief at 5. Regarding the phrase “lIce
Creans & Coffee Beans,” the exam ning attorney points out
that it identifies “the type of food itens available in the
applicant’s restaurant. It is very comon for restaurants
to craft a nane wwth a nodifier that identifies the type of
food available. As an informational phrase, it does not
significantly alter the comercial inpression created by
the term*Wolly Cow.”” Brief at 5. Therefore, the
exam ning attorney also required a disclainmer of the term
“Ice Creans & Coffee Beans.”

In response to the exam ning attorney’s refusals,
appl i cant argues that the marks have different conmerci al

i npressi ons and neani ngs because “wholly cow suggests
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“ml k, cream and other natural conponents of ice creans and
frozen yogurts” and “the other being a deceased basebal
announcer’s excl amati on of wonder.” Brief at 3-4.
Applicant also argues (Brief at 4) that, in the instant
case, the services are different and that it already owns a
registration for “WHOLLY COWice creans and frozen
yogurts.” Regarding the disclainmer requirenment, applicant
mai ntains that its mark “I CE CREAMS & COFFEE BEANS is an
i ncontestabl e regi stered mark on the principal register for
restaurant services.” Brief at 5.

After the exam ning attorney nade the refusals final,
this appeal followed.

We begin by addressing the exam ning attorney’s
requi renent for a disclainer. Wile the exam ning attorney
acknow edges the prior registration for the mark | CE CREAMS
& COFFEE BEANS, the exam ning attorney points out that the
registration “is subject to a Section 2(f) limtation.”
Final Ofice Action at 4. By seeking registration under
Section 2(f), applicant admtted that the mark was nerely

descriptive. Yamaha Int’|l Corp. v. Hoshino Gakki Co., 840

F.2d 1572, 6 USPQ2d 1001, 1005 (Fed. Cir. 1988) (“Were, as
here, an applicant seeks a registration based on acquired
di stinctiveness under Section 2(f), the statute accepts a

| ack of inherent distinctiveness as an established fact”).
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Qobviously, a mark that registered on the Principal Register
upon a showi ng that the mark has acquired distinctiveness
under Section 2(f) is not evidence that the mark is
i nherently distinctive. Indeed, it is evidence that the
underlying termwas nerely descriptive. O course,
applicant could have relied on this registration as
evidence that the mark for which it currently seeks
regi stration has acquired distinctiveness and is al so
regi strable under Section 2(f). 37 CFR 8§ 2.41(b); TMEP
§ 1212.04 (4'"™ ed. April 2005). Applicant did not do so in
this case but instead argued that the registration for “lce
Creans & Coffee Beans” is incontestable. W point out that
the exam ning attorney is not inpugning the registrability
of applicant’s registration under Section 2(f). Applicant
sinply needs to denonstrate that the termthat has acquired
distinctiveness in that registration has simlarly acquired
distinctiveness in the current application, nornmally by
inserting a claimof distinctiveness under Section 2(f)
based on its ownership of a registration on the Principal
Regi ster. 2

Furthernore, the examning attorney’s requirement for

a disclainer of the term“ice creans & coffee beans” is

2 W add that it would have been hel pful if a copy of the
regi strations on which applicant is relying were nade of record.
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reasonable. Applicant admts that its restaurants “serve
nostly ice creans and coffees.” Brief at 4. The term
nmerely describes a restaurant that specializes in selling
ice creans and coffee, particular coffee made from fresh
ground coffee beans. The slight alliterative sound between
the words “creans” and “beans” is sinply not enough to turn
a nmerely descriptive terminto a suggestive term as
applicant’s registration under Section 2(f) denonstrates.

| ndeed, the exam ning attorney has included several
registrations to show that registrations for restaurant
services contain disclainers of simlar itens when they are
included in the mark. See, e.g., Registration Nos.
2,748,792 (JO S JAVA AND | CE CREAM for restaurant services;
“Java and |l ce Creant disclainmed); 2,696,560 (ALL AMERI CAN
DELI 1 CE CREAM for restaurants featuring deli food itens,
ice cream and frozen yogurt; “Deli” and “lce Creant

di sclaimed); 2,467,361 (VALENTINE S GOURMET COFFEE & | CE
CREAM for restaurants featuring coffee and ice cream
“Gournet Coffee & Ice Creant disclained); and 2,199,578
(DOLCI | CE CREAM & COFFEE PARLCR for restaurant services;
“Ice Cream & Coffee Parlor” disclainmed). Third-party

regi strations can be used as a formof a dictionary
definition to illustrate how the termis perceived in the

trade or industry. Inre J.M Oiginals Inc., 6 USPQd
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1393, 1394 (TTAB 1987). Therefore, w thout proof of
acquired distinctiveness such as one based on applicant’s
prior registration, the exam ning attorney properly
required a disclainmer of the term*®“lce Creans & Coffee
Beans.”

Next, we exam ne the examning attorney’s refusal to
regi ster under Section 2(d). |In these circunstances, we

|l ook to the factors set out in In re Majestic Distilling

Co., 315 F.3d 1311, 65 usP@d 1201, 1203 (Fed. Cr. 2003).

See also Inre E. |I. du Pont de Nenmours & Co., 476 F.2d

1357, 177 USPQ 563, 567 (CCPA 1973); and Recot, Inc. v.

Becton, 214 F.3d 1322, 54 USPQ2d 1894, 1896 (Fed. Cr
2000). In considering the evidence of record on these
factors, we nust keep in mnd that “[t] he fundament al
inquiry mandated by 8 2(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods

and differences in the marks.” Federated Foods, Inc. v.

Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA

1976) .

We begin our analysis by |looking at the services in
the application and the registration. The application
identifies its services as “restaurant services” while the
services in the registration are “bar and restaurant

services.” Inasnmuch as both the application and the
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regi stration include restaurant services, they are
identical. Wen marks are used on identical goods or
services, the marks do not need to be as simlar. Century

21 Real Estate Corp. v. Century Life of Anerica, 970 F.2d

874, 23 USPRd 1698, 1701 (Fed. Cir. 1992) (“Wen narks
woul d appear on virtually identical goods or services, the
degree of simlarity necessary to support a conclusion of
i kel y confusion declines”).

Regardi ng the services, we clarify two other points.
Appl i cant makes two argunents to mninmze the identical
nature of the services. First, applicant argues that
because registrant’s services are identified as “bar and
restaurant services,” it “is clear that the conjunction
“and’ requires that the services intended to be covered by
the HOLY COW mar ks shoul d be bar services and not food
services alone.” Brief at 4-5 (Parenthetical omtted).
Applicant reads the registrant’s identification of services
too narromy. There is nothing in the case |aw or the use
of the English |anguage that requires the interpretation
t hat applicant suggests. Al that registrant’s
identification nmeans is that it nust use the mark in
association with restaurant services and bar services.
There is no requirenent that these restaurant services nust

i ncl ude bar services. An applicant is not required to
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continuously repeat the term“services” to avoid the
[imtation that applicant suggests. For exanple, such
identifications as “hotel and notel services” and “retai

and whol esal e services in the field of.” do not require
that these services be offered together. |ndeed, the
identifications would suggest that the services are not
performed in the same location. Al that registrant’s
identification of services requires is that registrant
provi de both bar services and restaurant services under the
identified mark. There is no requirenent that these
services nust always be provided in the sane
establishnments.

Second, inasnuch as registrant’s identification of

servi ces includes restaurant services, it would include al

types of restaurant services. Squirtco v. Tony Corp., 697

F.2d 1038, 216 USPQ 937, 940 (Fed. Cir. 1983)(“There is no
specific limtation and nothing in the inherent nature of
Squirtco’s mark or goods that restricts the usage of SQU RT
for balloons to pronotion of soft drinks. The Board, thus,
inproperly read limtations into the registration”).
Applicant has offered to anend its services to “ice
creanicoffee restaurant services.” Brief at 5. Applicant,
however, acknow edges that “the Exam ning Attorney

i ndi cated that such a change woul d not nmake the application
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allowable.” Reply Brief at 3. Because registrant’s
restaurant services would include “ice creanfcoffee
restaurant services,” this suggested anendnent, even if it
was formally entered, would not change the result in this
case because the services would still overl ap.

We add one ot her observation. Even if registrant’s
restaurants include bar services and applicant’s services
are limted to ice creanicoffee restaurant services, these
services would not be unrelated. There is no reason why a
restaurant with a bar would not al so operate an informa
coffee/ice creamrestaurant. To the extent that these
services are not identical, they would be closely rel ated.

The next question we address concerns the simlarities
and dissimlarities of the marks. The marks are HOLY COW
and WHOLLY COW | CE CREAMS & COFFEE BEANS. The marks are
simlar to the extent that both marks include the
phonetically identical term*®“Holy Cow or “Wolly Cow.”
The exam ning attorney has included evidence that the terns
“holy” and “wholly” would be pronounced identically. See
Final Ofice Action, p. 3. W agree with applicant that
there are differences in the marks' appearances. |If the
mar ks are studied, it would be apparent that one mark
begins with the word “holy” and the other with the word

“wholly.” Applicant argues that the term*“wholly cow

10
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suggests the m |k, cream and other natural conponents of
ice cream and frozen yogurt. The exam ning attorney admts
that this is clever. However, we agree with the exam ning
attorney that these differences in appearance woul d not
denonstrate that there is no Iikelihood of confusion. Sone
purchasers may study the marks and interpret the marks’
meani ngs to be different. However, many purchasers,
particularly those who hear the marks, are unlikely to nake
such a distinction in their nmeanings. The comerci al

i npressions of the marks HOLY CON and WHOLLY COW I CE
CREAMS & COFFEE BEANS enphasi ze the sane col | oqui al
expression, “Holy Cow.”® Applicant may spell the word
differently and sonme may understand that applicant is
attenpting to create a slightly different nmeani ng and
commerci al inpression, but, nonetheless, both marks call to
m nd the sanme expression “Holy Cow.” \While sone consuners
may assune that there is no association between the

regi stered mark and applicant’s mark when they are used in

associ ation with restaurant services, we cannot hold that

8 “Holy Cow’ — “Slang. (used to express bew |l dernment, surprise,
or astoni shrment.) [1920-25].” The Random House Dictionary of the
Engl i sh Language (unabridged) (2d ed. 1987). W take judicial
notice of this definition. University of Notre Dane du Lac v.
J.C. Gournet Food I|nports Co., 213 USPQ 594, 596 (TTAB 1982),
aff'd, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983).

11
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this conclusion woul d be commobn anobng prospective
pur chasers.
First, “Wiwolly Cow’ and “Holy Cow are the first words
in applicant’s mark and the only words in registrant’s
mar ks and they form a conspi cuous part of both marks.

Alum num Air Seal Mg. Co. v. TrimSet Corp., 208 F.2d 374,

100 USPQ 52, 54 (CCPA 1953) (“Both petitioner’s mark and
respondent’s mark have ‘Trim as the first word which would
be spoken in calling for the goods and as the first part of
the mark “Trim obviously fornms a conspi cuous part thereof
and whet her arbitrary, suggestive or descriptive cannot be
ignored”) (quoting Exam ner-in-Chief’s decision with

approval ). See also Presto Products Inc. v. Nice-Pak

Products Inc., 9 USPQ2d 1895, 1897 (TTAB 1988) (“Although

there are differences in appearance between the marks,
there are also simlarities between themin that both start
with the term*KID").

Second, adding additional matter to a registered mark
does not nean that there is no likelihood of confusion.

See also Squirtco v. Tony Corp., 216 USPQ at 939 (SQUI RT

SQUAD for floating water toys confusingly simlar to SQU RT

for balloons); Wlla Corp. v. California Concept Corp., 558

F.2d 1019, 194 USPQ 419, 422 (CCPA 1977) (CALIFORN A

CONCEPT and surfer design likely to be confused with

12
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CONCEPT for hair care products). |In this case, the
additional information nerely describes specialties of the
restaurant and it would be |l ess significant inasnuch as

not hing prohibits registrant fromalso featuring ice cream
and coffee made fromfresh ground coffee beans in its
restaurants. Furthernore, the addition of the exclanation
point is unlikely to be a feature that custoners woul d use
to distinguish the marks. An exclanmation mark woul d not
significantly change the inpression of the mark. Accord In

re Sanuel Moore & Co., 195 USPQ 237, 240 (TTAB 1977)

(Descriptive mark remai ns descriptive despite the presence
of an exclamation point in the mark). Even custoners who
could renmenber that registrant’s mark included an
exclamation point are likely to assune that, when the
addi tional descriptive words were included, the exclamation
point was elimnated to avoid the incongruity of having a
sentence-endi ng punctuation mark in the mddle of a group
of words.

In this case, we find that the marks are dom nated by
t he phonetically identical ternms “Wolly Cow or “Holy
Cow.” If “the dom nant portion of both marks is the sane,
then confusion may be |ikely notw thstandi ng peri pheral

differences.” 1In re Denisi, 225 USPQ 624, 624 (TTAB 1985).

We al so note that applicant alleges that it is the owner of

13
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a registration for the mark WHOLLY COWNfor ice cream and
frozen yogurt. See Response received April 16, 2004. The
ownership of this registration for goods does not nean
there is no confusion when applicant now seeks a
registration for restaurant services. Qoviously, confusion
is nmore likely when applicant and registrant are using the
identified marks on overl appi ng servi ces.

We have al so considered the marks in their entireties.
While there are certainly differences, we are convinced
that the marks are confusingly simlar. Wen potenti al
custoners famliar with registrant’s HOLY CON restaurants
encounter applicant’s WHOLLY COW | CE CREAM & COFFEE BEANS
restaurants, a significant nunber of custoners are |ikely
to believe that there is sone association as to the source

of the services. In re ChatamInternational Inc., 380 F. 3d

1340, 71 USPQRd 1944, 1946 (Fed. Cir. 2004) (“Wth respect
to JOSE, the Board correctly observed that the termsinply
reinforces the inpression that GASPAR is an individual’s
name. Thus, in accord with considerable case |aw, the JOSE
term does not alter the comercial inpression of the mark.”
The marks JOSE GASPAR GCOLD and GASPAR S ALE were determ ned
to be simlar). The likelihood of confusion is

particul arly enhanced when purchasers refer to the

restaurants in conversations or the narks are heard in

14
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advertising on the radio. Therefore, we concl ude that
confusion is likely in this case.

To the extent we have doubts, we resolve them as we
must, in favor of the prior registrant and agai nst the

newconer. In re Hyper Shoppes (Chio) Inc., 837 F.2d 463, 6

UsP@d 1025, 1026 (Fed. Cir. 1988); Kenner Parker Toys V.

Rose Art Industries, 963 F.2d 350, 355, 22 USPQ2d 1453,

1458 (Fed. Cir. 1992), cert. denied, 506 U S. 862 (1992).

Decision: The refusals to register are affirned.
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